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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )I3 Responsive to communication(s) filed on 18 April 2006 . 
2a)D This action is FINAL. 2b)^ This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 1 1, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 11-16 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) Q Claim(s) is/are allowed. 

6) ^ Claim(s) 11-16 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)^ The drawing(s) filed on 1 1 March 2002 is/are: a)S accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
aM All b)Q Some * c)D None of: 

1 Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 
Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 13-15 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

As to claim 13, the statements of intended use or field of use, "adapted to" clause 
provides language that suggests or makes optional but does not require steps to be 
performed or does not limit the scope of a claim or claim limitation (MPEP § 2106(II,C)). 
Accordingly, the metes and bound of the claim cannot be ascertained by one having 
ordinary skill in the art. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this 
title before the invention thereof by the applicant for patent. 

Claims 11-16 are rejected under 35 U.S.C. 102 (e) as being anticipated by 
Millington et al. (US 63601 67B1). 
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Regarding claim 1 1 , the U.S. reference to Millington et al. teaches a navigation 
card for use with a key card reader of a radio receiver of a navigation system to 
calculate a route for a transportation device from one location to a navigation 
destination as now claimed. As clearly illustrated in Millington et al., the removable 
storage media (46) includes a navigation card (Millington et al, column 3, line 43) in 
which at least one navigation destination is stored (Millington et al., column 3, lines 51- 
56). The removable storage media (46) also stores audio data for use in audible turn- 
by-turn instructions (Millington et al., column 3, lines 56-62). The removable storage 
media or a navigation card described in Millington et al. can be read by the media 
reader (44) (Millington et al M column 1, lines 65-67; column 2, lines 1-4). 

The statement of intended use or field of use, "adapted to" clause is essentially 
method limitations or statements or intended or desired use. Thus, these claim as well 
as other statements of intended use do not serve to patentably distinguish the claimed 
structure over that of the reference. See In re Pearson , 1 81 USPQ 641 ; In re Yanush . 
177 USPQ 705; In re Finsterwalder, 168 USPQ 530; In re Casev . 512 USPQ 235; ln_re 
Otto , 136 USPQ 458; Ex parte Masham , 2 USPQ 2nd 1647. 

See MPEP § 21 14 which states: 

A claim containing a "recitation with respect to the manner in which a claimed apparatus 
is intended to be employed does not differentiate the claimed apparatus from the prior art apparatus" 
if the prior art apparatus teaches all the structural limitations of the claim. Ex parte Masham , 2 USPQ 
2nd 1647 

Claims directed to apparatus must be distinguished from the prior art in terms of structure 
rather than functions. In re Danlv . 120 USPQ 528, 531 . 

Apparatus claims cover what a device is not what a device does. Hewlett-Packard Co. v. 
Bausch & Lomb Inc. . 15 USPQ2d 1525, 1528. 
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As set forth in MPEP § 21 1 5, a recitation in a claim to the material or article 
worked upon does not serve to limit an apparatus claim. 

As to claim 12, Millington et al. teaches the audio data includes audible turn-by- 
turn instructions reproduced via a speaker (27) (Millingon et al., column 3, lines 35 and 
36). The audible turn-by-turn instructions are used to guide the driver to a desired 
destination, wherein said destination is stored in the removable storage media (46). 

As to claims 13 and 16, Millington et al. discloses a navigation system/method for 
a transportation device to navigate from one location to a navigation destination 
(Millington et al., abstract), comprising: a navigation unit (34) (Millington et al., column 3, 
lines 17 and 18), a key card reader (44) that reads the navigation destination stored in 
the memory of the removable media (46), wherein said removable media (46) includes 
a navigation card, audio data associated with navigation destination stored in the 
removable media (46) is read by the media reader (44) and reproduced via display (24) 
or via speaker (27) (Millington et al., column 3, lines 25-38). 

The statement of intended use or field of use, "adapted to" clause is essentially method 

limitations or statements or intended or desired use. Thus, these claim as well as other 

statements of intended use do not serve to patentably distinguish the claimed structure 

over that of the reference. See In re Pearson . 181 USPQ 641 ; In re Yanush . 1 77 USPQ 

705; In re Finsterwalder, 168 USPQ 530; In re Casey . 512 USPQ 235; In re Otto . 136 

USPQ 458; Ex parte Masham . 2 USPQ 2nd 1647. 

See MPEP § 21 14 which states: 

A claim containing a "recitation with respect to the manner in which a claimed apparatus 
is intended to be employed does not differentiate the claimed apparatus from the prior art apparatus" 
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if the prior art apparatus teaches all the structural limitations of the claim. Ex parte Masham . 2 USPQ 
2nd 1647 

Claims directed to apparatus must be distinguished from the prior art in terms of structure 
rather than functions. In re Danlv . 120 USPQ 528, 531 . 

Apparatus claims cover what a device is not what a device does. Hewlett-Packard Co. v. 
Bausch & Lomb Inc. . 1 5 USPQ2d 1 525, 1 528. 

As set forth in MPEP § 21 15, a recitation in a claim to the material or article 
worked upon does not serve to limit an apparatus claim. 

As to claims 14 and 15, Millington et al. further teaches that the audio data is 
read and reproduced during the navigational guidance (Millington et al., column 3, lines 
25-38). 

Response to Arguments 

Applicant's arguments filed 04/18/06, with respect to claims 11-16 have been 
fully considered and are persuasive. The final rejection of claims 11-16 has been 
withdrawn. However, the application cannot be placed in a condition of allowance 
because a new cited prior art still read on the limitations of the claims. Claims 11-16 are 
now rejected under 35 U.S.C. 102(e). 

Conclusions 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Tuan C To whose telephone number is (571) 272-6985. 
The examiner can normally be reached on from 8:00AM to 5:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jack Keith can be reached on 571-272-6878. 
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The fax phone number for the organization where this application or proceeding 
is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Patent Examiner, 




May 09, 2006 



